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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

2. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

3. Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



4. Claims 1-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-9, 11, 16 and 
1 7 of copending Application No. 1 0/583,528 in view of Campbell et al. (EP 1 1 84 1 93 
A2) and Poncelet et al. (US 6,179,898 B1). Current claims 1,8-14 and 18-23 
correspond to claim 1 of '528, where an ink jet recording element comprises a support 
and an ink receiving layer containing a binder and aluminosilicate. The support does 
not comprise a base and an upper layer as recited in current claim 1 . However, 
Campbell teaches a support comprising a base polyester layer and an upper polyester 
layer as recited in current claims 1 and 18-23. At the time of the invention it would have 
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been obvious to a person of ordinary skill in the art to combine the support of Campbell 
with the invention of '528, and the motivation would be, as Campbell suggests, to 
increase ink absorption rate and capacity, which allow rapid printing and a short drying 
time [0015]. Furthermore, the use of alkylalkoxysilane modified by a non-hydrolyzable 
organic radical in preparing the aluminosilicate has not been recited in the current 
claims. However, Poncelet teaches the use of alkylalkoxysilane modified by a non- 
hydrolyzable organic radical in preparing the aluminosilicate. At the time of the 
invention it would have been obvious to a person ordinary skill in the art to combine the 
teaching of Poncelet with the invention of '528, and the motivation would be, as 
Poncelet suggests, increasing the efficiency with respect to effluent treatment process 
(col. 3, lines 18-44). Current claim 2 corresponds to claim 2 of '528. Current claims 3-7 
correspond to claims 2-8 of '528, respectively. Current claim 15 corresponds to claim 
1 1 of '528. Current claims 1 6 and 1 7 correspond to claims 1 6 and 1 7 of '528, 
respectively. 

This is a provisional obviousness-type double patenting rejection. 

5. Claims 1-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-8 and 10-17 of 
copending Application No. 10/578,397 in view of Campbell et al. (EP 1 184 193 A2) and 
Poncelet et al. (US 6,179,898 B1). Current claims 1,8-14 and 17-23 correspond to 
claim 1 of '397, where an ink jet recording element comprises a support and an ink 
receiving layer containing a binder and aluminosilicate. The ink receiving layer does not 
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comprise a binder such as polyvinyl alcohol. However, Campbell teaches an image 
receiving layer comprising a polyvinyl alcohol. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to combine the binder of Campbell 
with the invention of '397, and the motivation would be to control the binding property of 
the layer to the support. Furthermore, the use of alkylalkoxysilane modified by a non- 
hydrolyzable organic radical in preparing the aluminosilicate has not been recited in the 
current claims. However, Poncelet teaches the use of alkylalkoxysilane modified by a 
non-hydrolyzable organic radical in preparing the aluminosilicate. At the time of the 
invention it would have been obvious to a person ordinary skill in the art to combine the 
teaching of Poncelet with the invention of '397, and the motivation would be, as 
Poncelet suggests, increasing the efficiency with respect to effluent treatment process 
(col. 3, lines 18-44). Current claims 2-7 correspond to claims 2-7 of '397, respectively. 
Current claims 15-16 correspond to claims 10 and 1 1 of '397, respectively. Current 
claims 18-23 correspond to claims 12-17 of '397, respectively. 

This is a provisional obviousness-type double patenting rejection. 

6. Claims 1-5 and 8-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 7-18 of 
copending Application No. 10/563,693 in view of Campbell et al. (EP 1 184 193 A2). 
Current claims 1 and 18-23 correspond to claim 1 of '693, where an ink jet recording 
element comprises a support and an ink receiving layer containing a binder and 
aluminosilicate. The support does not comprise a base and an upper layer as recited in 
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current claim 1 . However, Campbell teaches a support comprising a base polyester 
layer and an upper polyester layer as recited in current claims 1 and 18-23. At the time 
of the invention it would have been obvious to a person of ordinary skill in the art to 
combine the support of Campbell with the invention of '693, and the motivation would 
be, as Campbell suggests, to increase ink absorption rate and capacity, which allow 
rapid printing and a short drying time [0015]. Current claim 2 corresponds to claim 8 of 
'693. Current claims 3 and 4 correspond to claim 9 of '693. Current claim 5 
corresponds to claim 10 of '693. Current claims 8 and 9 correspond to claims 1 1 and 
12 of '693, respectively. Current claims 10 and 1 1 correspond to claim 13 of '693. 
Current claims 1 2-1 5 correspond to claims 14-17 of '693, respectively. Current claim 16 
corresponds to claim 7 of '693. Current claim 17 corresponds to claim 18 of '693. 
This is a provisional obviousness-type double patenting rejection. 

7. Claims 1-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 2, 4-16, 23 
and 24 of copending Application No. 1 0/521 ,898 in view of Campbell et al. (EP 1 1 84 
193 A2). Current claims 1 and 18-23 correspond to claim 1 of '693, where an ink jet 
recording element comprises a support and an ink receiving layer containing a binder 
and aluminosilicate. The support does not comprise a base and an upper layer as 
recited in current claim 1 . However, Campbell teaches a support comprising a base 
polyester layer and an upper polyester layer as recited in current claims 1 and 18-23. 
At the time of the invention it would have been obvious to a person of ordinary skill in 
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the art to combine the support of Campbell with the invention of '898, and the motivation 
would be, as Campbell suggests, to increase ink absorption rate and capacity, which 
allow rapid printing and a short drying time [0015]. Current claim 2 corresponds to claim 
2 of '898. Current claims 3-1 5 correspond to claims 4-16 of '898, respectively. Current 
claims 16 and 17 corresponds to claims 23 and 24 of '898, respectively. 
This is a provisional obviousness-type double patenting rejection. 

8. Claims 1-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-9, 11, 17 and 
1 8 of copending Application No. 1 0/522,006 in view of Campbell et al. (EP 1 1 84 1 93 
A2) and Poncelet et al. (US 6,179,898 B1). Current claims 1,8-14 and 18-23 
correspond to claim 1 of '006, where an ink jet recording element comprises a support 
and an ink receiving layer containing a binder and aluminosilicate. The support does 
not comprise a base and an upper layer as recited in current claim 1 . However, 
Campbell teaches a support comprising a base polyester layer and an upper polyester 
layer as recited in current claims 1 and 18-23. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to combine the support of Campbell 
with the invention of '006, and the motivation would be, as Campbell suggests, to 
increase ink absorption rate and capacity, which allow rapid printing and a short drying 
time [0015]. Furthermore, the use of alkylalkoxysilane modified by a non-hydrolyzable 
organic radical in preparing the aluminosilicate has not been recited in the current 
claims. However, Poncelet teaches the use of alkylalkoxysilane modified by a non- 
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hydrolyzable organic radical in preparing the aluminosilicate. At the time of the 
invention it would have been obvious to a person ordinary skill in the art to combine the 
teaching of Poncelet with the invention of '006, and the motivation would be, as 
Poncelet suggests, increasing the efficiency with respect to effluent treatment process 
(col. 3, lines 18-44). Current claim 2 corresponds to claim 2 of '006. Current claims 3-7 
correspond to claims 4-8 of '006, respectively. Current claim 15 corresponds to claim 
1 1 of '006. Current claims 1 6 and 1 7 correspond to claims 1 7 and 1 8 of '006, 
respectively. 

This is a provisional obviousness-type double patenting rejection. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. Claims 1 -7 and 1 6-23 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Campbell et al. (EP 1 184 193 A2) in view of Poncelet et al. (US 5,888,71 1). 

1 1 . Claims 1 -7: Campbell teaches an ink jet recording element comprising a 
substrate and a porous image receiving layer on the substrate, wherein the substrate 
contains a base polyester layer and an upper polyester layer on the base polyester 
layer, wherein the upper polyester layer has an ink absorbency rate of less than 10 
seconds and a total absorbency capacity of at least 14 cm 2 /m 2 (abstract). The image 



Application/Control Number: 10/578,813 Page 8 

Art Unit: 1794 

receiving layer comprises a binder [0031] and organic particles [0030]. Campbell does 
not teach the organic particle comprises an aluminosilicate. However, Poncelet teaches 
a coating composition to be provided on a support (col. 2, line 26), wherein the coating 
composition comprises aluminosilicate polymer obtained from aluminum and silicon 
alkoxide in a presences of aqueous alkali, wherein the Al molar concentration being 
maintained in the range of 0.0005-0.02, Al/Si molar ratio between 1 and 3 (col. 1 , lines 
55-63) and the amount of the alkali, in moles, is between 2 and 3 times the amount of 
aluminum (col. 3, line 26). The aluminum, silicone alkoxide and aqueous alkali are 
mixed before heating (col. 1 , lines 58-63), and byproducts such as residual ions are 
eliminated before coating the coating composition (col. 2, line 1). The coating 
composition does not contain a binder. The alkali comprises sodium or potassium 
{meets instant claim 2} (col. 3, line 20). The Al molar concentration being maintained in 
the range of 0.0005-0.02 {meets instant claims 3 and 4} (col. 1 , lines 61 and 62). The 
amount of the alkali, in moles, is between 2 and 3 times the amount of aluminum {meets 
instant claims 5-7} (col. 3, line 26). Campbell and Poncelet are analogous art because 
they from similar problem solving area in relation to polymeric aluminosilicate material. 
At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to combine the aluminosilicate polymeric material of Poncelet with the invention 
of Campbell, and the motivation would be, as Poncelet suggests, providing a permeable 
and antistatic coating layer (col. 2, line 15). 

12. Claim 16: Campbell teaches that the particle to binder ratio to be 1 :1 to 15:1 
[0032], which is calculated to be 50-93.7% of particles. 
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13. Claim 17: Campbell teaches the binder can be gelatin or polyvinyl alcohol 
[0031]. 

14. Claim 18: Campbell teaches the base polyester layer comprises polyethylene 
terephthalate [0039]. 

15. Claim 19: Campbell teaches the upper polyester layer comprises PETG [0039]. 

16. Claim 20: Campbell teaches the upper polyester layer further comprises 
microbeads/voiding agent in an amount of 30-50% of the layer [0026]. 

17. Claim 21 : Campbell teaches inorganic fillers such as silica, alumina, barium 
sulfate and calcium carbonate, and organic fillers such as polystyrene, polymethyl 
methacrylate, polycarbonate and polyolefins as the microbeads/voiding agents [0026]. 

18. Claim 22: Campbell teaches the particle size of the microbeads is between 0.1 - 
50um [0026]. 

19. Claim 23: Campbell teaches the upper polyester layer has interconnecting voids 
[0019]. 

20. Claims 8-1 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Campbell et al. (EP 1 184 193 A2) in view of Poncelet et al. (US 5,888,711), as applied 
to claim 1 above, and further in view of Poncelet et al. (US 6,1 79,898 B1 ). 

21 . The combination of Campbell and Poncelet '71 1 teach the claimed invention as 
set forth above. Poncelet '71 1 further teaches aluminum halide is an example of the 
aluminum to obtain the aluminosilicate polymer and tetraethylorthosilicate is an example 
of the silicon alkoxide to obtain the aluminosilicate polymer (col. 5, 21-25). Poncelet 
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'71 1 does not teach the use of alkylalkoxysilane modified by a non-hydrolyzable organic 
radical in preparing the aluminosilicate. However, Poncelet '898 teaches the use of 
alkylalkoxysilane modified by a non-hydrolyzable organic radical in preparing the 
aluminosilicate (col. 3, line 19 and 20). At the time of the invention it would have been 
obvious to a person of ordinary skill in the art to combine the teaching of Poncelet '898 
with the invention of Ponvelet '71 1 , and the motivation would be, as Poncelet '898 
suggests, increasing the efficiency with respect to effluent treatment process (col. 3, 
lines 18-44). Campbell and Poncelet '71 1 are analogous art because they from similar 
problem solving area in relation to polymeric aluminosilicate material. At the time of the 
invention it would have been obvious to a person of ordinary skill in the art to combine 
the modified aluminosilicate polymeric material of Poncelet '71 1 and Poncelet '898 with 
the invention of Campbell, and the motivation would be, as Poncelet '71 1 suggests, 
providing a permeable and antistatic coating layer (col. 2, line 15). 

Conclusion 

22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 
(571)272-1529. The examiner can normally be reached on Monday-Friday 9am-5pm. 

23. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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24. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BS 

September 07, 2008. 

/Betelhem Shewareged/ 
Primary Examiner, Art Unit 1794. 



